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^ j certify that this correspondence is being faxed to Examiner James Zurita at the U.S. Patent and 

Trademark Office at (571) 273-2885 on the following date: JX^^gV 2*8, 2o g_gi 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicants): Pienkos, John T. 

Serial Na: 09/724,744 

Filed: November 28, 2000 

For: METHOD AND SYSTEM FOR FACILITATING THE TRANSFER OF 

INTELLECTUAL PROPERTY 
Grp. Ait Unit: 3625 



COMMENTS ON STATEMENTS FOR REASONS FOR ALLOWANCE 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Dear Sir: 

The Applicant appreciates the allowance of the present Application as indicated by the 
Notice of Allowance mailed on January 1 7, 2007. In response to the Notice of Allowance, 
the Applicant is submitting herewith the Issue Fee Payment, along with formal drawings to be 
used in publication of the issued patent. Also, die Applicant is submitting herewith an 
Amendment in accordance with 37 CFR 1 .312 to make certain minor changes to the claims, 
and entry of these amendments is respectfully requested. 

Further, the Applicant is submitting herewith a Supplemental Information Disclosure 
Statement. The Applicant respectfully requests consideration of the references included with 
this submission. The Applicant also notes with appreciation the Examiner's consideration of 
the references submitted in the additional Supplemental Information Disclosure Statement 
faxed to the Patent Office by the Applicant on 1/10/07, as indicated in the documentation 
accompanying the Notice of Allowance. 

In addition* the Applicant has reviewed the Reasons for Allowance set forth on pages 
10-1 2 of the Notice of Allowability accompanying the Notice of Allowance, and has the 
following comments in response thereto: 
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1) During the Examiner's Interview of January 12, 2007, the Examiner indicated that he 
had performed additional searching in relation to the present Application. In particular, the 
Examiner indicated that he had reviewed, in addition to certain non-patent prior art literature, 
the website of MPEG LA (at www>mpegla>com). Also, the Examiner indicated that he had 
conducted searching at the ** Wayback Machine" at www.archive.org and not identified any 
relevant prior art, particularly in relation to the MPEG LA website. The Examiner suggested 
that the Applicant make mention of these points in the present Comments. 

2) It is also the Applicant's understanding, based upon the January 1 2 th Examiner's 
Interview, that the Examiner has considered all of the information provided in the other 1 6 
Information Disclosure Statements submitted (prior to the present submission) during the 
pendency of the present Application, as were listed in the Applicant's December 19 th 
Amendment 

3) An additional brief Examiner's Interview occurred on January 23, 2007, subsequent to 
the Applicant's receipt of the Notice of Allowance. During this Interview, the Applicant 
indicated an intent to file the present Comments, the aforementioned Amendment in 
accordance with 37 CFR 1 .31 2, as well as the further Supplemental Information Disclosure 
Statement being submitted herewith. Further, certain issues pertinent to the Reasons for 
Allowance were also discussed, which the Applicant believes can be summarized as follows: 

a) As discussed, the Applicant does not disagree with the characterization that, at 
least with respect to the allowed claims of the present Application, the Applicant's invention 
relates to an intermediary that interacts with different parties "at anus' length" as set forth on 
page ) 2 of the Notice of Allowability. At the same time, the Applicant wishes to note that it 
should be understood that an intermediary that interacts with different parties on an aims' 
length basis can still be within the scope of the allowed claims even if the intermediary also 
happens to further interact with additional parties on a non-arms' length (e*g. f closer) basis. 

b) As discussed, the Examiner's determination that the present claims are allowable 
does not depend upon the assumption that the prior art fails to show an intermediary that buys 
or otherwise obtains interests) in patent asset(s) and also sells or otherwise provides 
interests) in those patent assess) at arms' length, and the Applicant is not representing for 
purposes of obtaining allowance of the present claims that the present Application, as of its 
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U.S. Patent Appl. No. 09/724,744 

Comments an Statements frr Reasons for Altowaoce 

Submitted on January 28, 2007 

priority date, necessarily provides the earliest disclosure of such an entity (at the same time, 
the Applicant is not admitting here that such an argument cannot be made). Rather, as 
indicated by the Examiner, the Examiner's position is that the Applicant's allowed claims are 
allowable regardless of whether such an entity is shown in the prior art, for one or more 
reasons including, for example, the recitation in the claims of one or more particular method 
steps, and/or the recitation in the claims of web-related and/or computer-related functionality. 

4. Although at least some embodiments of the invention pertain to a type of intermediary 
that can be referred to as an 'intellectual property investment bank" that has "numerous 
interactions with many different parties at arms' length" as stated in the Reasons for 
Allowance, the Applicant submits that not every allowed claim should be construed as 
requiring these features. Rather, aside from certain of the allowed dependent claims that 
expressly recite an "investment bank" (e.g., claims 69 and 77) and/or additional transfers 
involving additional parties other than merely first and second parties (e.g., claim 69), the 
Applicant submits that the other allowed claims (including the allowed independent claims) 
that do not expressly recite these features should be construed as broadly as possible in 
accordance with the language of those clams, while preserving the validity of those claims, so 
as to potentially encompass embodiments that do not involve either of these features- 
Further, the present claims should not be precluded from encompassing an intermediary that, 
in addition to operating as (or having a division, subsidiary, or affiliate that operates as) an 
intellectual property investment bank also operates (or has a division, subsidiary, or affiliate 
that operates) in other capacities as well (e.g., operates as an exchange). 

5. The allowed independent claims 59, 76 and 78 of the present Application are intended 
to encompass a variety of embodiments of the invention as is consonant with the language of 
those claims as well as the dependent claims of the Application. As such, none of the 
independent claims is intended to be limited merely to embodiments in which all of the 
features (a)-(0 of the respective claim are performed by way of the web and/or by way of a 
computer system. Rather, each of the independent claims is intended to encompass a variety 
of different embodiments that involve or do not involve the web and/or a computer system to 
varying degrees (e.g., various embodiments in which any one or more of the features (a)-(0 or 
portions of those features involve the web and/or a computer system) as is consonant with the 
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U.S. Potettt Appi No. 09/724,744 

Comments on Statements for Rcwoos for Allowance 

Submitted on January 28, 2007 

language of the claims, the doctrine of claim differentiation, and preserving the validity of the 
claims. 

6, Although pertinent to the claims of the present Application, none of the comments 
provided above are intended to prejudice or limit the Applicant's pursuit of additional claim 
coverage in any future continuing applications. 

The Applicant appreciates the Examiner's allowance of the present Application and 
respectfully requests issuance of the patent based upon the Application. The Applicant also 
requests that the Examiner contact the Applicant at the telephone number listed below if any 
further discussion with the Applicant is required. 



Respectfully submitted, 



Dated: 



1: H/ZWO^ 



By: 



JotrfT . Pienkos 
(414) 228-6881 
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I hereby certify that this correspondence is being faxejj to Examiner James Zurita attbe U.S. Patent 
Office at (571) 273-2885 an foe following date: J****>*»+y Zg.j 'ZQOT' 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicants): Pienkos, John T. 

Serial No.: 09/724,744 

Filed: November 28, 2000 

For: METHOD AND SYSTEM FOR FACILITATING THE TRANSFER OF 

INTELLECTUAL PROPERTY 
Grp. Art Unit: 3625 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

Enclosed herewith are nine (9) sheets of formal drawings for the above-identified patent 
application. The formal drawings reflect the amendments to the drawings submitted in the 
Applicant's Supplemental Amendment faxed to the Patent Office on December 30, 2006. 
Applicant submits that these formal drawings do not add new matter. Entry of the formal 
drawings in the publication and issuance of the application is respectfully requested. 

If any questions should arise with respect to the submitted figures, the Examiner is urged 
to contact the Applicant at the phone number listed below. 



SUBMISSION OF FORMAL DRAWINGS 



Respectfully submitted, 




JoKn T. Pienkos 
Applicant 
(414) 228-6881 
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